THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.

Paper No. 14

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte YAKIR REUVEN and KOU- CHANG LI U

Appeal No. 1997-2233
Appl i cation No. 08/365, 384

ON BRI EF

Bef ore CAROFF, GARRI S, and KRATZ, Adm ni strative Patent
Judges.

CAROFF, Administrative Patent Judge.

DECI SI ON ON APPEAL

Thi s deci sion on appeal relates to the final rejection of
claim1, the sole claimpending in appellants' application.

The subject claimrelates to a process for naking
substanti ally honbgeneous copol yners having a sel ected
conposition and conposed of at |east two nononers having

differing reactivity rates. The polynerization reactor is
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precharged with the sl owest reacting nononer, and the faster
reacting nonomer is then introduced at a specific feeding
schedul e. The feeding schedule is determ ned before the
pol ymeri zation is conducted by enploying an iterative
techni que using the particular set of equations recited in the
clai mon appeal. Appellants' claimis reproduced in an
appendi x to our decision.?

The exam ner relies upon the following two prior art

references in rejecting appellants' claim

Hendy 4,039, 734 Aug. 2, 1977
Wngler et al. (Wngler) 4,141,934 Feb. 27
1979

The followi ng rejections are before us:
1. Claiml stands rejected under 35 U.S.C. § 102(b) as
bei ng anticipated by or, in the alternative, under 35 U S.C

8§ 103 as bei ng obvi ous over Hendy. 2

! Apparently, the word "sais" on line 2 of the |ast
par agraph of the claimis a typographical error and,
presumably, was neant to be "said". Accordingly, both
appel l ants and the exam ner should nmake sure that this error
is corrected upon resunption of ex parte prosecution.

2 As to the rejection under 35 U S.C. 8§ 102(b) or 35
Uus. C
8 103 over Hendy, a formal statenent of the grounds of
rejection has been omtted fromthe exam ner's Answer.
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2. Claim 1l also stands rejected under 35 U.S.C. § 103
as bei ng obvious over Hendy in view of Wngler.
Based upon the record before us, we agree with appellants

that the exami ner has failed to establish a prinma facie case

of obviousness or anticipation. Accordingly, we reverse al
of the rejections at issue.

According to the examner, there is a reasonable basis to
bel i eve that the nononmer feeding schedul e enpl oyed by Hendy
woul d be essentially the sanme as that which would be
cal cul ated by using appellants' equations since essentially
identical results are obtained by Hendy and appellants. In
ot her words, both maintain a constant nonomer ratio in a
reaction m xture during the course of the reaction which
results in production of a honbgeneous pol ymer product. Even
if we accept this finding as being true, it is not dispositive
of the issues on appeal.

A question remains as to whether appellants' claim

affirmatively includes the step of determ ning the feeding

However, we assunme fromthe remarks in nunbered section (9)
of the Answer that the rejection is maintained by the
exam ner.
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schedul e by using the recited equations in accordance with the
iterative techni que disclosed by appellants. The exam ner is
of the viewthat this is nothing nore than a "nental" step and
i s anal ogous to process | anguage in a product-by-process claim
which is anticipated by an identical product nade by a
different process. W cannot subscribe to this view W are
dealing here with a determ nation of the scope of a process
claim not a product-by-process claim Due wei ght nust be
accorded to all the recited limtations in a process claim
Thus we agree with appellants that it is emnently reasonabl e
to construe the claimas requiring a step of predeterm ning
the requisite feeding schedule "before the polynerization" by
use of the specifically recited equations in accordance with
the disclosed iterative technique. 1In other words, we view
that step as being an integral part of the clainmed process.

I n doing so, anticipation and obvi ousness becone probl ematic

i nasnmuch as the prior art does not teach or suggest the
particul ar techni que used by appellants to determ ne the
mononer feeding schedule. Certainly, Hendy does not
predeterm ne the schedul e before the pol ynerization reaction
is conducted since Hendy relies upon enpirical data generated
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during the reaction to determ ne the schedul e for adding
nmononer. Further, even if we assune that Wngler sonmehow
suggests predeterm ning the addition schedule, as the exam ner
asserts, there is no suggestion to do this by using
appel lants' iterative approach in accordance with the
particul ar set of equations recited in the claimat issue.

For the foregoing reasons, the decision of the exam ner

is reversed.

No period for taking any subsequent action in connection
with this appeal may be extended under 37 CFR § 1.136(a).

REVERSED

MARC L. CARCFF )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
BRADLEY R GARRI S ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)
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PETER F. KRATZ
Adm ni strative Patent Judge )
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APPENDI X

Claim1l. A process for making substantially honbgeneous
polymers of at |east two nononers having substantially
differing reactivity rates, in a selected conposition, by
pol ynmeri zati on of said nononers, conpri sing:

(a) precharging all of the slowest reacting nonomer in an
anount in accordance with the selected conposition, optionally
with part of one or nore of said faster reacting nononers, and

(b) introducing the faster reacting nononer or nononers
i ndependently and increnentally or continuously into the
reactor at a specific feeding schedule for each nononer, as
determ ned for each nonomer before the polynerization by the
foll ow ng equati ons:
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where A(t) has four adjustable paraneters, a,;, a, a; and a,
for each nononer:

and

a, determ nes the center of the distribution;

a, affects the width of the distribution;

a, determ nes the ascending portion of the distribution;
and



Appeal No. 1997-2233
Application No. 08/ 365, 384

T=0
v? (£7)
n
2 OL Wowowsk ] cpgrdeq 9gf£ £TWE 7 = X T0O
J, T
v (£Y)
EONVLION S
a, determ nes the descending portion of the distribution;
and
t =tinme in mnutes during copolynerization;
and
wher e N = the overall tinme of the polynerization reaction;

wherein a set of determ ned values for a,, a, a, and
a, provides said specific feeding schedul e and assures that
the curve of the rate of disappearance vs. tinme for the
fastest reacting nononer substantially coincides with the rate
of di sappearance for each of the slower reacting nononer or
nmononers, as shown in Figure 2 herein.
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